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In response to the Office action of 08/04/2005 setting a three month shortened statutory 
period of reply, please consider the following Temarks. 

Claims 14-28 are pending in the application. No claims are presently allowed. 

Claim Rejections - 35 U.S.C. § 102 

Claims 14-17 and 22-25 have been rejected under 35 U.S.C § 102(e) as allegedly 
anticipated by McGill et al. (US 6,630,560). 

When subject matter disclosed but not claimed in a patent filed jointly by S and another is 
claimed in a later application by S, the joint patent is not a valid reference under 35 U.S.C § 
102(e) if it is overcome by an unequivocal declaration under 37 C.F.R. § 1.132 by S that he 
conceived or invented the subject matter disclosed in the patent and relied on in the rejection. 
MPEP 715.01(a). In this case regarding McGill, US 6,630,560, "S" is the present co-inventors, 
Eric J. Houser and Robert A. McGill and "another" is Todd Mlsna. 

The present claims recite a device comprising at least a substrate and a layer comprising a 
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hyperbranched compound. Only claim 51 of McGill recites a branched polymer, and this claim 
does not recite a substrate. Thus, McGill does not claim the presently claimed invention and 
may disqualified by a declaration. 

The attached declarations by the present inventors, Houser and McGill, contain an 
unequivocal statement that they alone conceived or invented any subject matter in McGill 
regarding branched polymers. The declarations overcome the McGill reference. 

Claim Rejections - 35 U.S.C. § 102, 103 

Claim 21 has been rejected under 35 U.S.C § 102(e) as allegedly anticipated by, or in the 
alternative, under 35 U.S.C § 103(a) as being allegedly obvious over McGill. 

Applicants assume that 102(e) is the intended basis for rejection instead of 102(b). 

As explained above, McGill is disqualified as a reference under 102(e). 

Double Patenting 

Claims 14-28 have been rejected under the judicially created doctrine of obviousness- 
type double patenting as being allegedly unpatentable over claims 14-27 of US Patent No. 
6,617,040. 

Without admitting any obviousness of the claimed invention, a terminal disclaimer over 
the patent is attached. This terminal disclaimer, signed by John J. Karasek, an attorney of record 
in the application, replaces the terminal disclaimer submitted on 05/25/2005. 

In view of the foregoing, it is submitted that the application is now in condition for 
allowance. 

In the event that a fee is required, please charge the fee to Deposit Account No. 50-0281, 
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and in the event that there is a credit due, please credit Deposit Account No. 50-0281. 



Respectfully submitted, 




Joseph T. Grunkemeyer 
Reg. No. 46,746 
Phone No. 202-404-1556 
Office of the Associate Counsel 

(Patents), Code 1008.2 
Naval Research Laboratory 
4555 Overlook Ave, SW 
Washington, DC 20375-5325 
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